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DETAILED ACTION 

1. This action is responsive to communications: original application filed 6/14/2001 with provisional filing 
date of 4/6/2001. IDS filed 8/5/2002. 

2. Regarding IDS filed 8/5/2002, reference CI cannot be considered because an International Search 
Report cannot be cited as prior art. 

3. Claims 1-22 are pending. Claims 1, 9, 16 are independent claims. 



Specification 

4. The title of the invention is not descriptive. A new title is required that is clearly indicative of the 
invention to which the claims are directed. The following title is suggested: Mobile Presentation System 
Utilizing Markup Language Transformation. 

5. Claims 1-22 are objected to because of the following informalities: Although claims 1-22 are numbered 
with Arabic numbers, the left margins include brackets (i.e. [cl], etc.) which are unacceptable in the claims, as 
per MPEP 8 th Ed 608.01 - section Paper Requirements, subsection (b)(6). Appropriate correction is required 



Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. 
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7. Claims 1-22 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. 

In regard to independent claims 1, 9, 16, Applicant's claiming of "business logic" is not sufficiently 
enabled by the specification. Although said phrase is repeated throughout the specification, said specification 
does not shed light as to the meaning of said phrase, how said phrase is defined, as well as how a "business 
logic" is to be applied to the invention. 

In regard to dependent claims 2-8, 10-15, 17-22, claims 2-8, 10-15, 17-22 are rejected for fully 
incorporating the deficiencies of their respective base claims. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

9. Claims 1-22 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In regard to independent claims 1, 9, 16, the phrase "business logic" is vague and indefinite. It is 
unclear to the examiner how this phrase is defined and used within the context of the claimed invention. 

In regard to dependent claims 2-8, 10-15, 17-22, claims 2-8, 10-15, 17-22 are rejected for fully 
incorporating the deficiencies of their respective base claims. 
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Examiner's Comment 

10. The following rejections are based upon a possible interpretation of "business logic' as relating to or 
associated with some form of business (i.e. retail, etc.). 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

12. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Spyglass Prism 
Concepts And Applications (hereinafter Spyglass), 1997 Spyglass Corporation, pages 1-8, in view of 
Carlino, Kenneth F. et al. (hereinafter Carlino), PCT International Publication Number WO 00/39666, 
publication date: July 6, 2000, International Application Number: PCT/US99/31048. 

In regard to independent claim 1, Spyglass teaches a method of generation (transformation) of an 
initial Web page into a final form which is customized for specific registered devices. The initial request for a 
Web page is initiated by a user on a device (Spyglass page 2 - top half of page, especially items 1-4, also 
Figure; compare with claim 1 "A method of generating an information for a first user comprising:" and 
"receiving a first request for the information from the first user, wherein the first request came from a first 
device of the first user"). 
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Spyglass teaches subsequent to said device connecting to a Spyglass server, said server accessing the 
URL requested by the user (the accessed Web page containing displayed presentation information along with 
information within its HTML coding) open for analysis and eventual customization (Spyglass page 2 items 3, 4). 
Spyglass teaches, as an example, a "Chicago Traffic Report" showing a sponsorship banner in the lower right 
portion, said report and banner indicative of a business logic (i.e. the sponsors support the Webmaster's business 
of supplying said page to the public, etc.) (Spyglass page 7) (compare with claim 1 "accessing a presentation 
information and a business logic corresponding to the first request;"). 

Spyglass teaches a device identifying itself to the Spyglass server, said server accessing a device 
database for determining device attributes (Spyglass page 2 item 2; compare with claim 1 "determining an 
attribute of the first device;"). 

Spyglass teaches a content converter for converting Web pages accordingly. The conversion comprises 
a set of conversion rules to define said Web page, said rules can be used to remove and/or modify HTML 
element tags, therefore transforming the page "Chicago Traffic Report" (along with its business logic) into the 
form shown on Spyglass page 7 (shown on a PDA) (see also Spyglass pages 5-6). Spyglass does not specifically 
teach transformation from one markup language to another markup language. However, Carlino teaches 
transformation of an HTML Web page (a first format) into one of a second format (i.e. WML) suitable for 
display on a wireless device (i.e. PDA, etc.) (Carlino Abstract and accompanying figure) (compare with claim 1 
"accessing a first transformation rule that can be used to transform the presentation information and the 
business logic in a first markup language to a second markup language compatible with the first device;"). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to apply Carlino's 
conversion to the conversion rules of Spyglass, providing Spyglass the benefit of different markup languages for 
compatibility (and greater satisfaction) for users with a wider array of wireless devices (see also Carlino 
Abstract, at bottom). 

Spyglass teaches a set of conversion rules used for specific conversion of a Web page to a customized 
form (Spyglass page 5). Since the transformation with said rules utilizes the original Web page (along with its 
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business logic), as well as the type of target device (device attribute), said rules can be interpreted as a form of 
"grammar", customized for a particular target device. Like grammar rules, Spyglass's rule sets can be reused 
accordingly to render final customized output (compare with claim 1 "generating a first grammar 
consistent. ...to generate the information."). 

In regard to dependent claim 2, Spyglass teaches a cache, whereby if a user requests a document 
previously converted for the same device, Spyglass delivers the document directly from said cache (the first set 
of rules, or grammar, has already been applied and can be used for the second device of the same type) 
(Spyglass page 5 - top half of page). 

In regard to dependent claim 3, Spyglass teaches a cache, whereby if a user requests a document 
previously converted for a different device, Spyglass applies a new set of conversion rules from the cached 
document (Spyglass page 5 - top half of page). Spyglass does not specifically teach transformation from one 
markup language to a third markup language. However, Carlino teaches transformation of an HTML Web page 
(a first format) into one of a second format (i.e. WML) suitable for display on a wireless device (i.e. PDA, etc.) 
(Carlino Abstract and accompanying figure). It is noted that Carlino page 19 bottom, to page 20 top, states that 
although WML is the second markup language, nevertheless, other wireless markup languages can be used (i.e. 
as a third language). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
apply Carlino's conversion (to a third language) to the conversion rules of Spyglass, providing Spyglass the 
benefit of different markup languages (including a new set of rules, etc.) for compatibility (and greater 
satisfaction) for users with a wider array of wireless devices (see also Carlino Abstract, at bottom). 

In regard to dependent claim 4, Spyglass teaches a wireless communication medium (Spyglass 
Middle Figure). 



Application/Control Number: 09/68 1 ,840 Page 7 

Art Unit: 2176 

In regard to dependent claim 5, Spyglass's "business logic" related Web page (Spyglass page 7) is 
originally coded in HTML, which typically can include programmed Java, JavaScript, etc., therefore said page 
includes programming code in a programming language. 

In regard to dependent claim 6, Spyglass teaches a user registering himself with preferences stored in 
Spyglass's User Database (Spyglass page 2 item 2, also page 4 section Transaction Manager - especially second 
paragraph). 

In regard to dependent claim 7, Spyglass teaches upon request of a URL, a non-PC device identifies 
itself to the Spyglass server. The device identification can be interpreted as a clear "hint" that a user wants a 
Web page to be converted for its own device accordingly (Spyglass page 2 items 1, 2). If a user requests a 
document which has already been converted for the same device, the converted document from the cache is 
delivered accordingly (in this case the "hint" is not required, because the first rule set (grammar) has already 
been generated and applied to the document now residing in the cache) (Spyglass page 5 - top half). 

In regard to dependent claim 8, Spyglass does not specifically teach that the first markup language is 
XML. However, Carlino teaches that XML can be used as the originating (first) markup language (Carlino page 
19 second paragraph from bottom). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply Carlino's XML to the conversion rules of Spyglass, providing Spyglass the benefit of 
different markup languages (including a new set of rules, etc.) for conpatibility (and greater satisfaction) for 
users with a wider array of wireless devices (see also Carlino Abstract, at bottom). 

In regard to independent claim 9, claim 9 incorporates substantially similar subject matter as claimed 
in claim 1, and in further view of the following, is rejected along the same rationale. 
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Spyglass teaches conversions using a server, which typically incorporate software and hardware, said 
hardware inherently incorporating various forms of "memory" in order to function (i.e. hard drive, as well as 
RAM and cache memory for storing instruction data, etc.). 

In regard to dependent claims 10, 11, 12, 13, 14, 15, claims 10, 1 1, 12, 13, 14, 15 incorporate . 
substantially similar subject matter as claimed in claims 3, 4, 5, 6, 7, 8, respectively, and are rejected along the 
same rationale. 

In regard to independent claim 16, claim 16 reflects the system comprising computer executable 
instructions used for performing the methods as claimed in claim 1, and is rejected along the same rationale. 

In regard to dependent claim 17, Spyglass teaches an administrative interface which can configure 
cache settings by specifying "conversions to be performed" for each type of device (Spyglass page 6 bottom 
half). Since the conversions incorporate a set of rules (a grammar) for each conversion, caching said conversions 
can be interpreted as (at least implicitly) storing its rules as well. 

In regard to dependent claims 18, 19, 20, 21, 22, claims 18, 19, 20, 21, 22 reflect the system 
comprising computer executable instructions used for performing the methods as claimed in claims 6, 4, 5, 7, 8, 
respectively, and are rejected along the same rationale. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to William L. Bashore whose telephone number is (571) 272-4088. The examiner can normally be 
reached on 1 1 :30am - 8:00pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Joseph Feild 
can be reached on (571) 272-4090. The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 




William L. Bashore 
Patent Examiner AU 2176 
November 10, 2004 



